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Outline 

➢  IP 101 

➢  The two sides of the patent coin:  
○  Excluding others & Avoiding infringement 

➢  Patent procurement strategy 
○  Preserving your IP rights from day one 
○  Building a valuable, effective patent portfolio 

➢ What does patent enforcement (and defense) look like? 

➢  Freedom to Operate (FTO) -- Mitigating IP litigation risk 
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IP 101: Types of IP Protection 
Utility Patents protect inventions like machines, software 
algorithms, formulas, and processes. 

Design Patents protect ornamental designs. 

Trade Secrets cover anything that can be kept secret, so long 
as others don’t figure it out on their own. 

Trademarks protect words or symbols used to designate the 
origin of the product. 

Copyrights protect writings, illustrations and other works of 
authorship.   
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IP 101: What are you protecting? 
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Your Brand: 
▪  Trademarks 
▪  Copyright for logos 

Your Artistic 
Expression: 
▪  Copyright 
▪  Design Patents for 

websites and 
ornamental designs for 
physical products 

Your Technology: 
▪  Utility Patents 
▪  Trade Secrets 
▪  Design Patents for 

GUIs / UX protection 
▪  Copyright for software 

code 

Your Business Ideas: 
▪  NDAs … and trust 



IP 101: Utility Patent Basics 
Anatomy 

–  Specification 

–  Figures 

–  Claims 

•  Operative Part of the Patent à your property lines 

•  Broader claims: harder to get and more valuable, but 
may be less likely to stand up to legal challenges. 

•  Narrower claims: easier to get, but easier to design 
around. 

•  Up to 20 claims are included in the filing fee, so best to 
try to get a range. 
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IP 101: Utility Patent Basics 
Anatomy Examples 
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IP 101: Utility Patents Basics 

Life: 20 years from filing date. 
▪  Unforgiving filing deadlines 

–  Must be filed before anyone else files or publicly discloses the 
invention. 

–  Must be filed no later than 12 months after your public use or 
disclosure. 

Patent Prosecution 
▪  Negotiation between patent attorney and patent examiner. 
▪  USPTO ensures claims are proper, novel, and non-obvious. 

–  Examiner searches for “prior art” that predates your application. 
▪  Typically takes 1-3 years. 
▪  Application publishes after 18 months by default. 

–  But you can operate in stealth mode if not filing internationally. 
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IP 101: Design Patents 
▪  Life: 14 years from Issue. 

▪  Only protects claimed ornamental  
aspects, not functional features. 
▪  Can pick features which are claimed  

and which are merely contextual 

▪  Good for apps, GUIs, etc. 
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IP 101: Trademark 
▪  Life: Perpetual, provided use in commerce 
▪  Allows you to exclude others from using your marks and 

confusingly similar marks (in protected space) 
▪  Federal ® 

– Must be using in commerce (need not be successful) 
–  Can file Intent to Use (ITU) application to save your place in 

line 
▪  Common law TM 

–  Harder to enforce, but need not register 
▪  State registrations 
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IP 101: Copyright 

▪  Life: Extremely long 
–  creator’s life plus 70 years 
–  95 years from publication for works for hire. 

▪  Protects you from copying, but not independent creation 
–  Protects only form of presentation, not the idea or concept 
–  Typical for art, music, movies, TV, etc. 

▪  Good for websites 
▪  Good for source code (protects code, not algorithm) 
▪  Registration, not examination:   

–  Common law protections without registration, but much 
harder to effectively enforce 
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▪  A trade secret can be any business or technical information 
that 
–  has economic value to the user  
–  is not generally known by or available to the public  
–  is subject to reasonable efforts to preserve its secrecy 

▪  Protected from exploitation by those who either: 
–  obtain access through improper means, or  
– misuse secrets gained through lawful access 

▪  Must keep it secret! 
–  Best practice is to implement formal policies, including 

religiously having NDA’s signed 
 

 
 
 

IP 101: Trade Secrets 
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The Two Sides of the Patent Coin 
▪  A patent is fundamentally a right to exclude.  

–  Unpatented technology defaults to the public domain. 
▪  Heads: Your patents allow you to: 

–  Exclude competitors from practicing your claims; 
–  Give permission to others to practice your claims (license); 

and 
–  Sue and collect damages from infringers. 
–  Your patents do not allow you to practice your invention. 
–  You don’t have to use your invention to get a patent.  

▪  Tails: Other people’s patents: 
–  Can inure substantial liability if you infringe them; and 
–  Can prevent you from using your own invention without a 

license.  
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Preserving Patent Rights: Provisional Applications 

▪  Save your place in line. 

–  Smart to get on file before any disclosure—public or private. 

–  Smart to include many alternative embodiments. 

▪  Expires after 12 months. 

–  Confidential unless/until resulting non-provisional patent 
application is published or issued. 

▪  Disclosure must be adequate. 

–  Could the average engineer in your field make the invention 
after reading the application? 
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Preserving IP Rights: PCT Applications 

▪  Save your place in line… internationally. 

–  “Patent Cooperation Treaty.” 

–  ANY pre-filing public disclosure or offer for sale will 
preclude. 

–  Can claim priority to provisional applications. 

▪  Gives you 30-32 months to file in virtually any country you’d be 
interested in: 

–  U.S., Canada, E.P.O. (Europe & U.K.), Mexico, China, 
Japan, South Korea, Australia, Russia, Brazil, Israel…  

–  Not Taiwan. 
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Patent Strategy: Creating Value 
▪  Patents provide corporate value. 

–  Competitive advantage (or cudgel). 
–  Indirect defense to competitor patents (cross-licensing). 
–  Increases company value to investors and potential 

acquirers. 
–  Potential revenue streams, from licensing, sales, and 

litigation. 
▪  What makes a claim set valuable? 

–  Box out competition. 
–  Broad claims (hard to design around).  
–  Narrow claims (hard to invalidate). 
–  Observable infringement. 
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Patent Strategy: Building a Portfolio 
Continuation (CON) applications. 
●  Can file at any time, so long as the “parent” application is still pending.  
●  Same specification and figures; same priority date. 
●  New claim set, but must be supported by original specification and figures. 

○  OK to draft claims so that a competitor’s product would infringe. 

Continuation-In-Part (CIP) applications. 
●  Can add new subject matter to specification, figures, and claims. 
●  Each claim’s priority date depends on when its subject matter was filed. 

Plan ahead with omnibus patent applications. 
●  Including subject matter that you *might* want to claim later will preserve 

your rights and delay/avoid filing costs. 
●  Utility patent applications can provide priority to design patent applications. 
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▪  Claim Construction (what the claims mean) 
▪  Fact Discovery 
▪  Expert Discovery 
▪  Infringement  
▪  Invalidity 
▪  Damages 

–  At least a “reasonable royalty” 
–  Lost profits 
–  Treble damages for willfulness? 

▪  Injunctions 
▪  Appeals 
 
 
 

Enforce Your Patents in Federal District Court  
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▪  Declaratory judgment actions allow an accused infringer to 
strike first to “clear the air.” 
– To file suit, the patent owner must have at least implicitly 

threatened suit or restrained business of accused 
infringement via the patent.  

▪  Roles reverse, but case otherwise proceeds as normal. 
– Plaintiff = Accused infringer. 

– Defendant = Patent owner. 
 

Defending Against Patent Enforcement 
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▪  Section 337 – trade remedy to address unfair competition in 
imports into the U.S. 

▪  Exclusion Orders enforced by U.S. Customs and Border 
Protection.  

▪  ITC has nationwide jurisdiction. 
▪  Can address unfair acts that occur overseas if the goods are 

imported into the U.S.  
– Statutory IP (patents, trademarks, copyrights). 
– Other unfair methods / acts. 

▪  No jury trials available. 

Enforcement: U.S. International Trade Commission 
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▪  Remedies: 
–  DC – damages/potential injunction. 
–  ITC – no damages/automatic injunction. 

▪  Likelihood of Trial: 
–  DC – 3%. 
–  ITC – 40%. 

▪  Win rates: 
–  DC – patentees win about 1/3. 
–  ITC – patentees win about 55%. 

▪  Time to trial: 
–  DC – 2-3 years from filing (3% in district courts). 
–  ITC – 9-10 months from institution (40%). 

▪  Domestic industry:  
–  DC – not required. 
–  ITC – must be demonstrated by complainant. 

 
 
 

Enforcement: ITC vs. DC 
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▪  Opportunity to knock out a threatening patent at reduced cost 
and increased speed. 

▪  Lower standard of review.  
– DC & ITC: “clear and convincing.” 
– USPTO: “preponderance of the evidence.” 

▪  Leverage to obtain a license. 

▪  Judge may stay a pending litigation. 

Defense: Inter Partes Review at the USPTO 
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Amazon Neutral Patent Evaluations. 
●  Cheap. 

○  $4,000 in third-party fees paid by losing party. 
○  Limited attorney costs: only three page-limited briefs. 

■  no discovery, trial, or oral argument.  
●  Quick. 

○  About 10-12 weeks for entire proceeding. 
●  Limited. 

○  Remedy is removal of offending ASINs. 
○  Only looks at infringement (typically). 
○  No appeals or reconsideration, 

■  but Amazon will defer to a Federal Court rulings. 
○  Only available for products sold by “third party sellers.” 

Modern Enforcement: The “Court” of Amazon?!? 
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Avoiding IP Lawsuits 
Freedom to Operate (FTO) Analysis. 

– Survey: 

•  Competitor Activities. 

•  Competitor Patents. 

– Conduct prior to product launch, and perhaps prior to fully 
investing in product development. 

– Pending applications can be more dangerous. 

– FTO can give piece of mind. 
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Avoiding IP Lawsuits 
▪  If FTO finds patents (or applications) of concern: 

–  Obtain formal opinions of counsel to reduce risk of 
willfulness determinations. 

–  Attempt to license. 
–  Consider filing post-grant challenges at USPTO: 
–  Be ready to litigate or file an IPR. 
 

▪  Even if FTO finds nothing, patent litigation is always a threat. 
–  Unpublished applications may be lurking.  
–  “Weak” patent lawsuits are still a nuisance.  
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Questions? 

Thank You! 
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Disclaimer 
These materials are public information and have been prepared 
solely for educational and entertainment purposes to contribute to the 
understanding of U.S. intellectual property law. These materials 
reflect only the personal views of the authors and are not a source of 
legal advice. It is understood that each case is fact specific, and that 
the appropriate solution in any case will vary. Therefore, these 
materials may or may not be relevant to any particular situation. 
Thus, the authors, Sandell Legal Enterprises, P.C., and Mei & Mark 
LLP cannot be bound either philosophically or as representatives of 
their various present and future clients to the comments expressed in 
these materials. The presentation of these materials does not 
establish any form of attorney-client relationship. While every attempt 
was made to ensure that these materials are accurate, errors or 
omissions may be contained therein, for which any liability is 
disclaimed. 
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